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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 9/3/2010 appealing fi-om the Office action mailed 
1/7/2010. 
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Art Unit: 3653 

(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the 

brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing 
on the Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 
Claims 29-40 and 47 are rejected under 35 U.S.C. 1 12, first paragraph. 
Claim 48 is allowed. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on 
appeal is correct. 
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(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is 
correct. 

(8) Evidence Relied Upon 

No prior art evidence is relied upon. The rejections rely upon the statute 35 
U.S.C. 112, first paragraph. 

(9) Grounds of Rejection 

Claim Rejections - 35 USC § 112 

Claims 29-40 and 47 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a 
way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 

An exit having a constant cross section between the entry end and 
rearwardly-directed jet aperture is not disclosed within applicant's specification. 

(10) Response to Argument 

Appellant's detailed disclosure does not disclose the amended limitation of a 
channel wall having a constant cross section area between the entry end and 
rearwardly-directed jet aperture. 
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Appellant's arguments were unpersuasive in overcoming the rejections 
under 35 USC 112 First paragraph. There is no disclosure in the written 
description of a constant cross section. Without indicating in the disclosure to the 
public a benefit, one does not teach the public any benefit of constant cross section. 
Appellant's drawings are not required to be scale drawings. Drawings often 
overemphasize or underemphasize components to teach a point, so there is no 
presumption of the drawings being to scale. While applicant may use scale 
drawings, he needs declare them as scale drawings at the time of the filing to teach 
limitations of scale from the drawings. As such, there is no teaching discemable 
from the drawings of a constant cross section. The public could just as easily be 
speculating a tapering cross section works as well or better in some circumstances 
when attempting to practice the teachings of appellant's invention. If applicant had 
possession of the claim limitation of a constant cross sectional area at the time of 
the filing as a significant beneficial teaching, it would have been included in the 
description. Applicant's inclusion of the constant cross section appears to be a 
post filing addition designed to overcome the prior art. 

The Vas-Cath and In re Heinle cases applicant cites are distinguishable from 
the instant application. In Vas-Cath, the claim language was not directed at a 
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precise size- "substantially less" and "substantially greater" do not conotate a 
specific size requiring the level of specificity of a constant cross sectional area. 

In Judge Rich's holding in In re Heinle the CCPA decision, special note was 
made of the inexact nature of the limitation being imported from the drawings. 145 
USPQ 131 ,136 (CCPA 1965). Such emphasis implies if a more specific 
dimension were being imported from the drawings, the limitation could receive a 
different treatment as was seen in In re Olson, 101 USPQ 401 (CCPA 1954). "It is 
well known that Patent Office drawings are not normally drawn to scale, with the 
dimensions and sizes of parts shown to exact measurements as are shop drawings". 
Id. at 403. "Ordinarily drawings which accompany an application for a patent are 
merely illustrative of the principles embodied in the alleged invention claimed 
therein and do not define the precise proportions of elements relied upon to endow 
the claims with patentability". Id. at 402. Unlike Vas-Cath and In re Heinle, the in 
the instant application the applicant is attempting to import a precise limitation 
from the drawings as in the Olson case. 

Further there it is even doubtfiil if appellant had declared the drawings as 
being to scale at the time of filing as drawn to scale qualify as teaching a constant 
cross section as the lower wall in fig 2 appears thinner than the upper wall. 
Therefore, there is no disclosure to the public of a constant cross-section from 
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applicant's disclosure. As such, discerning limitations premised upon a scale 
reading of the non-scale drawings for limitations that were not disclosed in the 
specification is unsupported by the disclosure. 

Appellant asserts a constant cross section must be present as a means of 
singulating the articles. A plurality of techniques exist in singulating articles, such 
as differential fiction applied to differing objects, jets of air singulating the articles 
as was demonstrated in the art applicant amended to overcome-a constant cross 
sectional area is not necessary in the singulating of the articles. Constant cross 
sectional area is not the unique technique in the singulating of articles in a channel. 
The patentability and infringement of the article are not premised upon the 
diameter of the selected article to be counted. 

Further, in contrast to appellant's assertion, if two smaller diameter articles 
were selected that were less than half the diameter of the channel, the very same 
apparatus would fit two items side by side so cross sectional area yet still singulate 
the articles. Appellant's inclusion of a lower wall appearing to have a thinner cross 
section in fig. 2 than the upper wall demonstrates that at least one of appellant's 
conflicting contentions that the drawings need be interpreted to scale and the walls 
inherently or impliedly have constant cross section for applicant's intended use of 
passage of a single article at a time must be incorrect. 
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(11) Related Proceeding(s) Appendix 

No decision rendered by the Board is identified by tlie examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

The Office has rebutted the Vas-Cath, Inc. vs. Mahurkar and In re Heinle 
(with Office response cites to In re Heinle per USPQ2d vs. applicant's F.2d cites) 
decisions in applicant's brief and identifies In re Olson 19 USPQ 131 (CCPA 
1954)-a case cited by In re Heinle. 

Summary 

As applicant's drawings were not noted as scale drawings anywhere at the 
time of the filing, applicant does not have support for a wall of constant cross 
section. Further, even if applicant's drawings were treated as scale drawings, they 
do not necessarily disclose a wall of constant cross section between the entry end 
and the rearwardly directed jet aperture. 
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Conclusion 

For the above reasons, it is believed tliat the rejections should be sustained. 

Respectfully submitted, 

/David H Bollinger/ 

Primary Examiner, Art Unit 3653 

M. E. B.I 

Examiner, Art Unit 3653 



Conferees: 

Michael E. Butler /M. E. B./ 
Examiner, Art Unit 3653 

David Bollinger /DHB/ Primary Examiner, AU 3653 
Brian Green /BKG/ 
/Brian K. Green/ 
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